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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Species I in the reply filed on 4/6/07 is 
acknowledged. The traversal is on the ground(s) that the species are not mutually 
exclusive. This is not found persuasive because Species I contains limitations not 
present in Species II and Species II contains limitations not present in Species I. These 
limitations, such as image cropping in Species I and Album design in Species II are not 
obvious variations. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 21, 47, 85, 113, and 125 are designated as generic. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claim 77 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 77 includes the limitation "each graphical representation indicative of the effect of 
the enhancement" wherein the graphical representation is on the form that according to 
claim 74 includes the user designation areas indicative of a particular image 
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enhancement. It is not possible for the user to mark the form for a particular 
enhancement and that same form to include the results of that enhancement. The 
results of the enhancement would have to appear on a different form than the form 
designating those enhancements. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 44 and 1 14 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 44 recites the limitation "the system" in 
line 1 . There is insufficient antecedent basis for this limitation in the claim. Claims 1 14 
and 117 recite the limitation "the operations" in line 1. There is insufficient antecedent 
basis for this limitation in the claim. 



Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

8. Claims 123 and 124 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The examiner suggests amending 
the claim to state "A computer-readable medium storing a program." 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 21-24, 26-37, 39, 41, 43-58, 64, 65, 68-70, 72, 73, 113, 114, 123-126, 
and 129 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hicks '387, 
and further in view of well known prior art. 

Referring to claim 21, Hicks '387 discloses a printer for enabling a user to select 
and print a plurality of digitally stored images accessible by the printer, comprising: 
a print mechanism (printer mechanism, col. 3, lines 37-45) configurable by program 
logic to generate a combination proof sheet and order form having graphical 
representations of selected ones of the plurality of digitally stored images and a plurality 
of user designation areas (Fig. 2). Hicks '387 also discloses a scanner mechanism 
configurable by program logic to detect and interpret at least one user-completed one of 
the user designation areas after the form has been inserted into the scanner 
mechanism (col. 4, lines 16-26, passing the combined print and order form through a 
suitable read device); and program logic configured to cause a print mechanism to 
generate at least one final print sheet having a graphical representation of at least one 
of the digitally stored images in accordance with the at least one detected and 
interpreted user-completed one of the user designation areas (col. 4, lines 27-35, 
producing photographic prints). Hicks '387 does not disclose expressly the printer with 
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a scanner mechanism and the printer generating the final print sheet. Official Notice is 
taken that it is well known and obvious for a printer to include a scanner and to print 
photos. The motivation for doing so would have been to combine the functions of a 
scanner and photo printer with those of a document printer. Therefore it would have 
been obvious to combine well known prior art with Hicks '387 to obtain the invention as 
specified in claim 21. 

Referring to claim 22, Hicks '387 discloses the scanning the form with the 
scanning mechanism but does not disclose expressly inserting the form into an 
input/output tray of the printer. Official Notice is taken that it is well known and obvious 
to reinsert a form in an input/output tray of a printer. The motivation for doing so would 
have been to utilize a convenient method for the user to transport the document to the 
scanner. Therefore it would have been obvious to combine well known prior art with 
Hicks '387 to obtain the invention as specified in claim 22. 

Referring to claim 23, Hicks '387 discloses a data transfer interface configurable 
to receive the digitally stored images, but does not disclose expressly the interface 
being a memory card reader or an I/O port. Official Notice is taken that it is well known 
and obvious for a printer to have a memory card reader or an I/O port. The motivation 
for doing so would have been to receive images from a camera or from a computer. 
Therefore it would have been obvious to combine well known prior art with Hicks '387 to 
obtain the invention as specified in claim 23. 

Referring to claim 24, Hicks '387 discloses a printer, but does not disclose 
expressly graphics of microscopic pixels. Official Notice is taken that it is well known 
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and obvious to print photos with microscopic pixels. The motivation for doing so would 
have been to print high quality photos. Therefore it would have been obvious to 
combine well known prior art with Hicks '387 to obtain the invention as specified in claim 
24. 

Referring to claim 26, Hicks '387 discloses wherein the graphical representations 
of the selected ones of the plurality of images include thumbnail images (Fig. 2, images 
considered thumbnails because they are smaller versions of larger images). 

Referring to claim 27, Hicks '387 discloses wherein one of the user designation 
areas is located on the combination proof sheet and order form adjacent to and is 
associated with a corresponding one of the thumbnail images (order form 26 of Fig. 2, 
col. 3, lines 29-36). 

Referring to claim 28, Hicks '387 discloses wherein the user designation areas to 
be user-completed include locations markable by the user with a marking implement 
(col. 3, lines 58-62). 

Referring to claim 29, Hicks f 387 discloses markable locations but does not 
disclose expressly bubble-shaped regions. Official Notice is taken that it is well known 
and obvious to utilize bubble-shaped regions. The motivation for doing so would have 
been to utilize regions easy to mark with pen or pencil. Therefore it would have been 
obvious to combine well known prior art with Hicks '387 to obtain the invention as 
specified in claim 29. 
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Referring to claim 30, Hicks '387 discloses wherein at least some of the markable 
locations comprise at least one of vertical slots between adjacent vertical bars and 
discrete bounded regions (Fig. 2, order form 26 shows discrete bounded regions). 

Referring to claim 31 , Hicks '387 discloses wherein the combination proof sheet 
and order form includes user readable printed indicia (Fig. 2). 

Referring to claim 32, Hicks '387 discloses wherein the scanner mechanism is an 
optical scanner (col. 4, lines 16-26, passing the combined print and order form through 
a suitable read device). 

Referring to claim 33, Hicks '387 discloses an optical scanner mechanism but 
does not disclose expressly wherein the optical scanner is selected from a group 
consisting of a photo detector array, a paper edge sensor, a media type sensor, and an 
ink jet pen activation energy sensor. Official Notice is taken that it is well known and 
obvious to utilize a photo detector array, a paper edge sensor, a media type sensor, or 
an ink jet pen activation energy sensor. The motivation for doing so would have been 
to utilize a scanning mechanism best served for the medium that is scanned. Therefore 
it would have been obvious to combine well known prior art with Hicks '387 to obtain the 
invention as specified in claim 33. 

Referring to claim 34, Hicks '387 discloses a scanner mechanism but does not 
disclose expressly wherein the scanner mechanism|s selectetivfrom a group consisting 
of an electrical scanner and a mechanical scanner. 'Official Notice is taken that it is well 
known and obvious to utilize an electrical scanner or a mechanical scanner. The 
motivation for doing so would have been to utilize a widely available type of scanner. 
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Therefore it would have been obvious to combine well known prior art with Hicks '387 to 
obtain the invention as specified in claim 34. 

Referring to claim 35, Hicks '387 discloses wherein a particular one of the user 
designation areas is associated with a corresponding one of the digitally stored images 
(col. 3, lines 9-20). 

Referring to claim 36, Hicks '387 discloses wherein the particular one of the user 
designation areas is adjacent the graphical representation of the corresponding one of 
the digitally stored images (order form 26 of Fig. 2, col. 3, lines 29-36). 

Referring to claim 37, Hicks '387 discloses wherein a particular one of the user 
designation areas is associated with a corresponding plurality of the digitally stored 
images (order form 26 of Fig. 2, col. 3, lines 29-36). 

Referring to claim 39, Hicks '387 discloses the digitally stored images but does 
not disclose expressly how the images are transferred to the printer. Official Notice is 
taken that it is well known and obvious to utilize a direct data link to receive images in a 
printer. The motivation for doing so would have been to connect a computer to the 
printer directly to accommodate printing computer files. Therefore it would have been 
obvious to combine well known prior art with Hicks '387 to obtain the invention as 
specified in claim 39. 

Referring to claim 41, Hicks '387 discloses a memory configured to store the 
digitally stored images (printer mechanism, col. 3, lines 37-45). It is inherent that the 
printer has a page memory to print the proof and order sheet. 
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Referring to claim 43, Hicks '387 discloses a printer for enabling a user to select 
and print a plurality of digitally stored images accessible by the printer, the printer 
comprising: a print mechanism (printer mechanism, col. 3, lines 37-45) capable of 
generating graphical representations of selected ones of the plurality of images and a 
plurality of user designation areas on a print medium (Fig. 2). Hicks '387 also discloses 
a scanner mechanism capable of detecting at least one user designation area on the 
print medium after.it has been completed by a user (col. 4, lines 16-26, passing the 
combined print and order form through a suitable read device); program logic configured 
to cause the print mechanism to generate a combination proof sheet and order form that 
incorporates at least one of the plurality of images and the plurality of user designation 
areas (Fig. 2); program logic configured to cause the scanner mechanism to scan the 
combination proof sheet and order form after at least one of the plurality of user 
designation areas has been completed by a user and the combination proof sheet and 
order form has been inserted into the scanner mechanism (col. 4, lines 16-26, passing 
the combined print and order form through a suitable read device); program logic 
configured to interpret one or more of the user designation areas completed by the user 
and detected by the scanner mechanism; and program logic configured to cause a print 
mechanism to generate at least one final print sheet having a graphical representation 
in accordance with the user designation areas completed by the user (col. 4, lines 27- 
35, producing photographic prints). Hicks '387 does not disclose expressly the printer 
with a scanner mechanism and the printer generating the final print sheet. Official 
Notice is taken that it is well known and obvious for a printer to include a scanner and to 
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print photos. The motivation for doing so would have been to combine the functions of 
a scanner and photo printer with those of a document printer. Therefore it would have 
been obvious to combine well known prior art with Hicks '387 to obtain the invention as 
specified in claim 43. 

Referring to claim 44, Hicks '387 discloses a data transfer interface configurable 
to receive the plurality of digitally stored images (col. 3, lines 37-45). It is inherent that 
the printer has data transfer interface to receive the images from the computer. 

Referring to claim 45, see the rejection of claim 43 above. 

Referring to claim 46, see the rejection of claim 21 above. 

Referring to claim 47, Hicks '387 discloses a method for selecting and printing 
digitally stored images available to a printer, comprising: generating with the printer 
(printer mechanism, col. 3, lines 37-45) a combination proof sheet and order form 
having a graphical representation of at least one of the images and a plurality of user 
designation areas (Fig. 2); scanning the combination proof sheet and order form after a 
user has completed at least one of the user designation areas thereon (col. 4, lines 16- 
26, passing the combined print and order form through a suitable read device); 
detecting and interpreting the completed user designation areas; and printing, 
responsive to the detecting and interpreting, at least one final print of at least one of the 
digitally stored images in accordance with the completed user designation areas (col. 4, 
lines 27-35, producing photographic prints). Hicks '387 does not disclose expressly 
scanning with the printer and automatically printing. Official Notice is taken that it is well 
known and obvious for a printer to include a scanner and to print automatically. Further, 
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it is common for copiers print automatic after a document is scanned. The motivation 
for doing so would have been to combine the functions of a scanner with those of a 
printer and to eliminate user interaction for printing photos. Therefore it would have 
been obvious to combine well known prior art with Hicks '387 to obtain the invention as 
specified in claim 47. 

Referring to claim 48, Hicks '387 discloses automatically detecting a re-insertion 
of the user-completed combination proof sheet and order form; and 
initiating the detecting and interpreting in response thereto (col. 4, lines 16-26, passing 
the combined print and order form through a suitable read device). 

Referring to claim 49, Hicks '387 discloses wherein the plurality of user 
designation areas includes at least one of an image selection user designation area and 
an image enhancement user designation area (col. 3-4, lines 58-68, 1-6, whether user 
marks package determines image selection). 

Referring to claim 50, Hicks '387 discloses generating an identity marker on the 
combination proof sheet and order form, the identity marker uniquely associated with at 
least one of the graphically represented images (Group code and frame number 28 of 
Fig. 2, col. 3, lines 37-45); and scanning the identity marker using the printer so as to 
confirm that the at least one, of the graphically represented images is available to the 
printer, before printing the at least one final print (col. 4, lines 16-35) The group and 
frame number must be obtained for printing the photos and thus confirms that the image 
is available, otherwise printing would not be possible. 
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Referring to claim 51, Hicks '387 discloses wherein the scanning the identity 
marker comprises: comparing the identity marker to a code associated with the at least 
one of the graphically represented images (Group code and frame number 28 of Fig. 2, 
col. 3, lines 37-45). It is inherent that the group and frame number on the order sheet 
correspond to the group and frame number in the computer database. 

Referring to claim 52, Hicks '387 discloses preventing the printing if the at least 
one of the graphically represented images is unavailable to the printer. It is inherent 
that the printer cannot print if there is no image data. 

Referring to claim 53, Hicks '387 discloses the identity marker, but does not 
disclose expressly wherein the identity marker comprises a pattern of printed and 
unprinted locations. Official Notice is taken that it is well known and obvious for an 
identity marker to include printed and unprinted locations. Further, a barcode is widely 
used and an example of an identity marker with printed and unprinted locations. The 
motivation for doing so would have been to utilize a marker that is easily scanned. 
Therefore it would have been obvious to combine well known prior art with Hicks '387 to 
obtain the invention as specified in claim 53. 

Referring to claim 54, see the rejection of claim 26 above. 

Referring to claim 55, see the rejection of claim 28 above. 

Referring to claim 56, see the rejection of claim 32 above. 

Referring to claim 57, see the rejection of claim 28 above. 

Referring to claim 58, Hicks '387 discloses the user designation areas, but does 
not disclose expressly wherein the wherein the user designation areas comprise regions 
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markable by a user by a process selected from the group consisting of punching out 
holes therein, applying a sticker thereto, and applying a conductive marker thereto. 
Official Notice is taken that it is well known and obvious for to mark a document by 
punching out holes, applying a sticker, or applying a conductive marker thereto. The 
motivation for doing so would have been to utilize a method of marking a document that 
is convenient for the user. Therefore it would have been obvious to combine well 
known prior art with Hicks '387 to obtain the invention as specified in claim 58. 

Referring to claim 64, Hicks "387 discloses wherein a particular one of the user 
designation areas is markable for specifying at least one of an image selection, an 
image cropping, an image brightness, an image rotation, a color balance, a 
superimposed picture date, a print size, a print quantity, and a picture storage selection 
(col. 3-4, lines 58-68, 1-6, whether user marks package determines image selection). 

Referring to claim 65, see the rejection of claim 35 above. 

Referring to claim 68, see the rejection of claim 41 above. 

Referring to claim 69, Hicks '387 discloses storing at least one of the digitally 
stored images in a computer connected to the printer (col. 3, lines 8-20). 

Referring to claim 70, Hicks '387 discloses wherein the detecting and interpreting 
comprises: identifying the at least one of the digitally stored images from the completed 
user designation areas (Fig. 2, col. 3, lines 29-36). 

Referring to claim 72, see the rejection of claim 47 above. 

Referring to claim 73, see the rejection of claim 47 above. 
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Referring to claim 113, Hicks '387 discloses at least one processor-readable 
medium having processor-executable instructions therein which, when executed by a 
processor, cause the processor to perform operations comprising: controlling a print 
mechanism (printer mechanism, col. 3, lines 37-45) to generate a combination proof 
sheet and order form having graphical representations of a plurality of digitally stored 
images [accessible by the processor] and a plurality of user designation areas (Fig. 2). 
Hicks '387 also discloses controlling a scanner mechanism to scan the combination 
proof sheet and order form after completion by a user (col. 4, lines 16-26, passing the 
combined print and order form through a suitable read device); detecting on the 
scanned proof sheet and order form at least one user-completed one of the user 
designation areas; and interpreting the at least one user-completed one of the user 
designation areas to identify at least one user-selected one of the images and at least 
one user-selected print characteristic associated with the at least one user-selected one 
of the images (col. 4, lines 27-35, producing photographic prints). Hicks '387 does not 
disclose expressly the printer with a scanner mechanism and the printer generating the 
final print sheet. Official Notice is taken that it is well known and obvious for a printer to 
include a scanner and to print photos. The motivation for doing so would have been to 
combine the functions of a scanner and photo printer with those of a document printer. 
Therefore it would have been obvious to combine well known prior art with Hicks '387 to 
obtain the invention as specified in claim 21. 

Referring to claim 114, Hicks '387 discloses the operations further comprising: 
controlling the print mechanism to generate at least one final print of the at least one 
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user-selected one of the images in accordance with the at least one user-selected print 
characteristics images (col. 4, lines 27-35, producing photographic prints). 

Referring to claim 123, see the rejection of claim 43 above. 

Referring to claim 124, Hicks '387 discloses code that interprets the at least one 
user-completed one of the user designation areas to identify at least one user-selected 
print characteristic (col. 4, lines 16-26, passing the combined print and order form 
through a suitable read device); and code that controls the print mechanism to generate 
the at least one final print in accordance with the at least one user-selected print 
characteristic (col. 4, lines 27-35, producing photographic prints). 

Referring to claim 125, see the rejection of claim 21 above. 

Referring to claim 126, Hicks '387 discloses means for generating at least one 
final print of the at least one user-selected one of the images in accordance with the at 
least one user-selected print characteristic (col. 4, lines 27-35, producing photographic 
prints). 

Referring to claim 129, see the rejection of claim 21 above. 

11. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hicks 
*387 and well known prior art as applied to claim 21 above, and further in view of Hall 
'131. . 

Referring to claim 25, Hicks '387 discloses a print mechanism, but does not 
disclose wherein the print mechanism is selected from the group consisting of a laser 
print mechanism, an ink jet print mechanism, a dot matrix print mechanism, a dye 
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sublimation print mechanism, and a thermal print mechanism. Hall '131 discloses a 
laser print mechanism, an ink jet print mechanism, a dot matrix print mechanism, a dye 
sublimation print mechanism, and a thermal print mechanism (col. 1, lines 34-39). At 
the time of the invention, it would have obvious to a person of ordinary skill in the art to 
utilize a laser, ink, dot matrix, dye sublimation, or thermal print mechanism. The 
motivation for doing so would have been to utilize a print mechanism best served for the 
type of printing needed. Therefore, it would have been obvious to combine Hall '131 
with Hicks '387 to obtain the invention as specified in claim 25. 

12. Claims 40, 59-62, 74-77, 79-93, 95, 117, and 127 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Hicks '387 and well known prior art as applied to 
claims 21, 47, 113, and 125 above, and further in view of Bartz '807. 

Referring to claim 40, Hicks '387 discloses wherein the print mechanism is further 
configurable by stored program logic to generate a custom prootsheet and order form 
having at least one graphically represented image (order form 26 of Fig. 2, col. 3, lines 
29-36). Hicks '387 does not disclose expressly user designation cropping areas. Bartz 
'807 discloses a custom proof sheet and order form having at least one graphically 
represented image and user designation cropping areas along adjacent side edges of 
the image, the user designation cropping areas markable by the user to indicate 
cropping of the image (mark box columns 18 and 19 of Fig. 1, col. 3, lines 12-15). At 
the time of the invention, it would have obvious to a person of ordinary skill in the art to 
include user designation cropping areas on the proof sheet and order form of Hicks 
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'387. The motivation for doing so would have been to allow the user to crop ordered 
prints. Therefore, it would have been obvious to combine Bartz '807 with Hicks '387 to 
obtain the invention as specified in claim 40. 

Referring to claim 59, Bartz '807 discloses generating with the printer at least one 
custom proof sheet and order form with user designation areas for enhancing a user- 
selected image (mark box columns 18 and 19 of Fig. 1, col. 3, lines 12-15). 

Referring to claim 60, Bartz '807 discloses wherein the enhancing the user- 
selected image includes cropping the user-selected image (mark box columns 18 and 
19 of Fig. 1 , col. 3, lines 12-15). 

Referring to claim 61 , Hicks '387 discloses wherein a particular one of the user 
designation areas is associated with a corresponding one of the digitally stored images 
(col. 3, lines 9-20). 

Referring to claim 62, Hicks '387 discloses wherein the particular one of the user 
designation areas is adjacent the graphical representation of the corresponding one of 
the digitally stored images (order form 26 of Fig. 2, col. 3, lines 29-36). 

Referring to claim 74, Hicks '387 discloses a method for printing a digitally stored 
image available to a printer, comprising: generating with the printer a form having at 
least one graphical representation of the digitally stored image, and a plurality of user 
designation areas each associated with at least one of the graphical representations 
(Fig, 2, col. 3, lines 28-37); scanning the form after a user has completed at least one of 
the user designation areas (col. 4, lines 16-26, passing the combined print and order 
form through a suitable read device); detecting and interpreting the completed user 
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designation areas; and printing, responsive to the detecting and interpreting, the digitally 
stored image with the printer in accordance with the completed user designation areas 
(col. 4, lines 27-35, producing photographic prints). Hicks '387 does not disclose 
expressly scanning with the printer and automatically printing. Official Notice is taken 
that it is well known and obvious for a printer to include a scanner and to print 
automatically. Further, it is common for copiers print automatic after a document is 
scanned. The motivation for doing so would have been to combine the functions of a 
scanner with those of a printer and to eliminate user interaction for printing photos. 
Hicks '387 does not disclose expressly a user designation area associated with image 
enhancement. Bartz '807 discloses a plurality of user designation areas each 
associated with at least one of the graphical representations and indicative of a 
particular image enhancement applicable to the image (mark box columns 18 and 19 of 
Fig. 1, col. 3, lines 12-15). At the time of the invention, it would have obvious to a 
person of ordinary skill in the art to include user designation enhancing areas on the 
proof sheet and order form of Hicks '387. The motivation for doing so would have been 
to allow the user to crop and choose the color of ordered prints. Therefore, it would 
have been obvious to combine Bartz '807 and well known prior art with Hicks '387 to 
obtain the invention as specified in claim 74. 

Referring to claim 75, Hicks '387 discloses automatically detecting a re-insertion 
into the printer of the user-completed form; and initiating the detecting and interpreting 
in response thereto (col. 4, lines 16-26, passing the combined print and order form 
through a suitable read device). 
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Referring to claim 76, Hicks '387 discloses printing at least one final print of the 
digitally stored image (col. 4, lines 27-35, producing photographic prints). Bartz '807 
discloses enhancing the digitally stored image (col. 3, lines 12-15). 

Referring to claim 77, Hicks '387 discloses wherein the form has a plurality of 
graphical representations of the digitally stored image and at least one user designation 
area associated with each graphical representation (Fig. 2). Bartz '807 discloses each 
graphical representation indicative of the effect of the enhancement (col. 3, lines 12-15). 

Referring to claim 79, Hicks '387 discloses wherein the form has a single 
graphical representation of the digitally stored image and a set of user designation 
areas associated with the graphical representation (Fig. 2). Bartz '807 discloses 
wherein the completed ones of the set of user designation areas collectively define the 
enhancement (col. 3, lines 12-15). 

Referring to claim 80, Bartz '807 discloses wherein the enhancement is an image 
cropping selection (col. 3, lines 12-15). 

Referring to claim 81 , Hicks '387 discloses wherein the set of user designation 
areas comprises: a horizontal subset of user designation areas adjacent a horizontal 
edge of the graphical representation (Fig. 2). Hicks '387 does not disclose expressly a 
vertical subset of user designation areas. Bartz '807 disclose a vertical subset of user 
designation areas adjacent a vertical edge of the graphical representation (Fig. 1). At 
the time of the invention, it would have obvious to a person of ordinary skill in the art to 
utilize a vertical set of user designation areas. The motivation for doing so would have 
been to place additional photo options for ordering prints. Therefore, it would have 
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been obvious to combine Bartz '807 with Hicks '387 to obtain the invention as specified 
in claim 81. 

Referring to claim 82, Hicks '387 discloses wherein the image cropping selection 
is defined by the completion of two user designation areas in the vertical subset 
denoting a first cropping dimension and two user designation areas in the horizontal 
subset denoting a second cropping dimension (Fig. 1, col. 2-3, lines 67-68, 1-20). 
Bartz '807 discloses that mark box location is arbitrary. 

Referring to claim 83, Bartz '807 discloses wherein the digitally stored image has 
a print size and cropping the image but does not disclose expressly wherein first and 
second cropping dimensions are adjusted to best-fit the image to a print size. Official 
Notice is taken that it is well known and obvious to best-fit an image that has been 
cropped. The motivation for doing so would have been to conform an image to 
available medium sizes. Therefore it would have been obvious to combine well known 
prior art with Hicks '387 and Bartz '807 to obtain the invention as specified in claim 83. 

Referring to claim 84, Bartz '807 discloses wherein a digitally stored image has a 
print size, and wherein the print size is enlarged based on the first and second cropping 
dimensions (Fig. 1, col. 2-3, lines 67-68, 1-20, size and cropping dimensions are both 
included in Fig. 1 and selecting both options would enlarge a cropped image). 

Referring to claim 85, see the rejection of claim 74 above. 

Referring to claim 86, Hicks '387 discloses program logic configured to cause the 
print mechanism to generate at least one final print having a graphical representation of 
the image in accordance with the completed user designation areas (col. 4, lines 27-35, 
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producing photographic prints). Bartz '807 discloses enhancing the image in 
accordance with the completed user designation areas (mark box columns 18 and 19 of 
Fig. 1, col. 3, lines 12-15). 

Referring to claim 87 see the rejection of claim 23 above. 

Referring to claim 88, see the rejection of claim 24 above. 

Referring to claim 89, see the rejection of claim 26 above. 

Referring to claim 90, see the rejection of claim 29 above. 

Referring to claim 91, see the rejection of claim 31 above. 

Referring to claim 92, see the rejection of claim 33 above. 

Referring to claim 93, see the rejection of claim 35 above. 

Referring to claim 95, see the rejection of claim 41 above. 

Referring to claim 117, Hicks '387 discloses the user-selected print characteristic 
but does not disclose expressly a user designation area associated with image 
enhancement. Bartz '807 discloses enhancing at least one user-selected one of the 
images in accordance with at least one user-selected print characteristic (mark box 
columns 18 and 19 of Fig. 1, col. 3, lines 12-15). At the time of the invention, it would 
have obvious to a person of ordinary skill in the art to include user designation 
enhancing areas on the proof sheet and order form of Hicks '387. The motivation for 
doing so would have been to allow the user to crop and choose the color of ordered 
prints. Therefore, it would have been obvious to combine Bartz '807 and well known 
prior art with Hicks '387 to obtain the invention as specified in claim 117. 

Referring to claim 127, see the rejection of claim 117 above. 
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13. Claim 63 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hicks 
'387, well known prior art, and Bartz '807 as applied to claims 47 above, and further in 
view of Slater '481. 

Referring to claim 63, Hicks '387 discloses user designation areas but does not 
disclose expressly one user designation area associated with a plurality of images. 
Slater '481 discloses wherein a particular one of user designation areas is associated 
with a corresponding plurality of digitally stored images (Fig. 2, col. 4, lines 1-17). At the 
time of the invention, it would have obvious to a person of ordinary skill in the art to 
associate a user designation area with a plurality of images. The motivation for doing 
so would have been to allow the user to mark one area for all photos as opposed to one 
area for each photo. Therefore, it would have been obvious to combine Slater '481 with 
Bartz '807 and Hicks '387 to obtain the invention as specified in claim 63. 

14. Claims 78 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hicks 
'387, well known prior art, and Bartz '807 as applied to claim 77 above, and further in 
view of Kobayashi '391 . 

Referring to claim 78, Bartz '807 discloses the image enhancement but does not 
disclose expressly brightness selection or color balance selection. Kobayashi '391 
discloses wherein an enhancement is selected from the group consisting of a brightness 
selection and a color balance selection (Fig. 20B). At the time of the invention, it would 
have obvious to a person of ordinary skill in the art to provide a brightness selection 
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enhancement. The motivation for doing so would have been to allow the user to select 
an desired brightness in ordering prints. Therefore, it would have been obvious to 
combine Kobayashi '391 with Hicks '387 and Bartz '807 to obtain the invention as 
specified in claim 78. 

Allowable Subject Matter 

15. Claim 71 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Kato Patent 6,141,111 

Any inquiry concerning this communication or earlier communications from the 
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